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REMAKKS 

Applicants tliaak the Examiner for ths helpful, telephone interview .regarding claim 
language to replace Ihe phrase *'correspo.nding to the micieotide sequence of SEQ ID N0;3", 
The claims have been amended. New claims 80-102 are identical to claims 33, 34 and 59-79 as 
amended except that they refer to SEQ ID N0:1 rather than SEQ ID N0:3. SEQ ID NO; 1 was 
included in the elected group (Group XXXXV) aud the claims were previously inadvertently 
deleted (see reply of September 1 S, 2003), Mo trew matter has been added. 

SEQ ID N0:1 is the sequence of tiie cDN A tJiat iocludes SEQ ID N0:3, which is the 
open reading Itame for a human alpha-tnetbylacyl-CoA racemase, 

Rcicclions Und er 35 IKS.C. § i IL secoad.paxagraph 

The Exam.i.n.er rejected claims 33, 34 and 59-79 as indefinite .vbr osing The phrase 
"correppojKiing to the riucleotide sequence of SEQ ID N0;3'\ Claisn 33 has been arnesuied to 
refer -o ''ahpha-nK^ihylacyi-Co.4 race?narse mR.N.-\ comprising die sequence of a nucleic acid 
n-olecuie consistisig of SEQ ID N0;3 or the cosnplete comniemem. tliereof. in view of this 
iuiiendnierit. Applicants respectilfdy rtquetit diat this rejection be withdrawfr 

Rgeciions Under 3 5 U.S.C. § 112, first para^a-aph (written description) 

The E.s;ami.ner rejected claims 33, 34 t^nd 59-79 as foiling to satiirdy the written 
description ■■equiremeni. The Exarnisier a.rgncd that .since the phrase "corresponding to ihe 
nncleodde seqncnce of SBQ ID NO; 3"' is not defined in di;e .specillcaiiovi, it is deemed to 
ejicc5npa„ss any variants ofnKnhyiacy-Co.'X racentase mRN.A. The Exanriricr argned tiuit the 
spscihcation. dos.s not provide a written description of all variant.s of SEQ ID N0;3, 

The phiirse "corresponding to SEQ ID N0:3" wa,s intended to describe niR.N.A. that i;; 
encoded by a nueieie acid molecule having the sequence of SEQ ID N0:3, which the open 
reading fra.me of a cD^N^A. (Si;Q ID NO:. I) .identihed by tlte .applicants, Applica?5ts h,.ave 
amended clai.m 33 to refer to "'alpha-medtylacyi-fi^oA racemase n-;RNA comprising the sequence 
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■of a uiJcleic acid moleeide consistmg of SEQ ID N'0;3 or the complete coniplemem thereof. 
Thius, claim 33 now refers to a specific nucleic acid sequence, SEQ ID N0:3, and its complete 
complement. This clearly meets the written description requirement as set forth in the relevant- 
case law. In view of this. Applicants respectfully requesl that the rejections based on the written 
descfiplion requirement of 35 U.S.C. §112, first paragraph 



The Examiner rejected claims 33, 34 and 59-79 as failing to satisfy the enablement 
requirement. The Examiner stated that while the specification is enabling for a method of 

identifying candidate therapentic agents that inchides a step of "measuring the jiiRNA, level of 
the alpha-iuethylacyl-CoA racenmse SEQ ID N0:3, [it] does not reasonably provide enahlement 
for a method" comprising "measiiri;ng the expression level of the alpha-methyl aeyl-Co A 
-racemase 'correspoiidmg' to SEQ ID N0:3" (emphasis added). 

Claim 33 has been amended to refer to "measnring the level of expression of 
aJpha-methylacyl-CoA racemase mRMA comprising the sequence of anocleic acid molecnie 
cojMllijmMSEaro complemem thereof ' (smphasis added). In view of 

this ammdment and the Examiner's statement that the methods are enabled where they include 
"measuring the mRNA level of the alpha-methylacyl-Co A racemase -SBQ ID N0:3", Applicants 
respectfully request that the rejections under 35 U.S.C. § 1.12, first paragraph for lack of 
enablement be withdrawn. 
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A Petition for Extension of Time \vith the appropriaic tee is hd-ig filed concarreBtly with 
this Reply by EPS. Please apply any other charges or credits lo deposit :u'couiit06-V05.0. 
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